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status 

1)13 Responsive to communication(s) filed on 30 June 2003 

2aM This action is FINAL. 2b)0 This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters orosecution a«5 to th- mor»c 

4) 13 Claim(s) 1:22 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) is/are rejected. 

Claim(s) is/are objected to. 

8) B Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)D accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

11) 0 The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)nAII b)\J Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Staae 
application from the International Bureau (POT Rule 17 2(a)) "Maiionai wage 

See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priorrty under 35 U.S.C. § 1 19(e) (to a provisional application) 
icxrn^i r "^'^f 5^"^'^*'°" °^the foreign language provisional application has been received 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
Attachment(s) 

Notice of References Cited (PTO-Q92) n 

2) □ Notice Of Draftsperson-8 Patent Draw ng Review (PTO-948) 5 R '"7'^";f """^^ (^^0-413) Paper No(s). 

3) □ information Disclosure Statement(s) (P?0-1 449) Papers) . □ ah" ''^'^"♦Application (PTO-152) 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

Claims 5.13 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. It is not clear how these claims further structurally 
limit the claims they depend upon. 

Claim Rejections - 35 USC § 102 
Claims 10.1 1,14.17-19 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Davenport. Note figure 1 which shows a tooth body with an insert. 

Claim Rejections - 35 USC § 103 
Claims 12.13,15,16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Davenport. The limitations of these claims would have been obvious design 
Choices only once the basic apparatus was known. For example, the exact height of the 
insert would depend on several factors such as material being treated and desired 
maintenance intervals. 

Claims 1-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kottmann. See paper number 3 for this rejection. Furthermore, the omission of 
elements and their function e.g. trailing insert does not result in patentable subject 
matter. Also, the tooth bodies of Kottman are considered to be attached to the tooth 
carriers in an integral manner. 

Claims 1-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
admitted prior art (APA) in view of Davenport. APA is the apparatus discussed in the 
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first few pages of the specification which includes a rolling drum mill having two rolls 
with integral teeth. The use of integral teeth results in inaeased maintenance costs due 
to replacement costs. Davenport solves this problem by disclosing similar apparatus 
including the use of replaceable tooth bodies with inserts. In order to reduce 
maintenance costs, it would have been obvious for one of ordinary skill in the art to 
modify APA by using replaceable tooth bodies, taught to be desirable by Davenport. 
The remaining limitations would have been obvious design choices only once the basic 
apparatus was known. For example, the omission of elements and their function e.g. 
trailing insert, does not result in patentable subject matter. 

Response to Arguments 
Applicant's arguments filed 6/30/03 have been fully considered but they are not 
persuasive. Concerning Kottmann. integral members are attached to each other. The 
1 12 rejection remains appropriate because the manner in which an element is formed 
does not further structurally limit that element. The use of Davenport to reject the 
claims is appropriate because applicant has amended the claims to specifically claim a 
replaceable tooth body and this is clearly shown in Davenport, a reference of record prio 
to this office action. 

Conclusion 

Applicanf s amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly. THIS ACTION IS MADE FINAL. SeeMPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
Shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 . 1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark Rosenbaum whose telephone number is 703-308- 
1788. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alan Ostrager can be reached on 703-308-31 36. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 

Mark Rosenbaum 
Primary Examiner 
Art Unit 3725 

MR 



